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prejudice. The trademark holder then invoked the UDRP and
filed a complaint against Storey on the same facts. The
(Canadian) arbitrator refused to recognize the U.S. federal
court’s dismissal “with prejudice” as res judicata.” He not only
entertained the case, but found for the complainant, thus in
effect reversing the district court.” Storey was forced to bring
a new' federal action, this time as plaintiff. Ultimately,
however, the court not only found for Storey, but imposed Rule
11 sanctions against the trademark holder, finding that it
“acted to harass Storey and to cause both unnecessary delay
and needless increase in the cost of litigation.” The district
court judge stated, “Based on my familiarity with and
supervision of the proceedings in this case as well as the first
action, I have no doubt that Cello, with substantially greater
resources than Storey, sought to wear Storey down.”™”

Allowing matters to go to the UDRP after they have
gone to court almost erisures inconsistent outcomes of benefit
to no one. The UDRP needs to be modified to make this
impossible unless both sides explicitly consent.

*" The only possible defense for the arbitrator’s conduct is that the trademark
holder appears to have at least negligently and perhaps fraudulently mis-stated the
procedural history of the case in its submissions. In the portion of the complaint form
that asked for a description of “any other legal proceedings that have been commenced
or terminated in connection with or relating to the contested domain name(s),” it
stated: ’
This issue began with a Complaint filed 16 Oct. 1997 in the United
States District Court for the Southern District of New York, 97 Civ.
7677. The case has dragged on for almost three years without
resolution and with significant expense. Cello Holdings LLC
voluntarily dismissed the case last month so as to avail itself of this
dispute resolution policy which was not available at the time of the
1997 filing, thereby saving significant time and expense over the
continued litigation.

Storey, 182 F. Supp. 2d at 359 (emphasis omitted). This left out the key fact of the

dismissal with prejudice.

%% Cello Holdings v. Storey, Case No. Af-056, (e Resolution Dec. 21, 2000),
http:l/wvzvs:v.eresolution.com/services/dnd/decisions/0506.htm.

Id.
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C. Time and Computation of Time

1. Notice and Attachments

As noted above, the UDRP not only fails to require
actual notice, or even reasonable efforts calculated to achieve
timely notice, but it unfairly starts the ridiculously short clock
for a response when a complaint is sent, not when it is
received.

The solution is simple. The period for responding should
be at least tripled, and the clock should not start to run until
the entire complaint has been received, or proof is made of
efforts reasonably calculated to achieve actual notice of the
entire complaint.*® Furthermore, complainants should be
penalized for using attachments to get around the word limits
on complaints and doubly penalized for wusing paper
attachments. A suitable penalty would be to extend the
registrant’s period to reply by five days for the first five pages
of attachments—except for evidence of registration of the
mark—and one day for each additional page, with double
penalties for paper rather than digitized attachments.

Opponents to this solution might argue that, at least
once there is actual notice, the current twenty-day period is
sufficient for a response. After all, the Federal Rules of Civil
Procedure offer a defendant in a civil case only twenty days to
file a defense.’® If this time period is good enough for the
Federal Rules, it should be good enough for the UDRP. This
argument is mistaken. First, as any practitioner knows, a
substantive answer to a federal complaint is almost never
made within the twenty days specified in the Federal Rules. In
some courts, extensions of time are given liberally or agreed
between the parties.”” The UDRP does not allow this; indeed, it

* Since there is a genuine problem with false contact details provided
for some infringing uses of domain names, itself circumstantial evidence of bad faith, it
would be an over-reaction to require actual notice in all cases.

*! See FED. R. CIV. PROC. 12(a).

*? Indeed, there are incentives for the voluntary extension of time, among
them the thought that time is a two-way street, and both sides may need extensions at
one point or another in a long trial, and the desire not to give the judge the idea that
one is deploying “scorched earth” litigation tactics.
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gives complainants every incentive to hope for a default.
Second, as a practical matter, even without an extension of
time, no federal court will grant a default judgment in twenty
days.® Most importantly, the initial answer to a civil
complaint in federal court ordinarily is more a matter of form
than substance. A typical first reply will admit the most
obvious facts not in dispute, and submit a general denial to
everything else. A first reply is far from the last word, and
ordinarily will be supplemented by various motions, amended
pleadings, and the like. Indeed, the defendant’s first reply
frequently comes at a time when the party has yet to marshal
the evidence and work out a theory of the case, much less plead
it. In contrast, a respondent in a UDRP has to find counsel,
gather evidence (some of which may be located in a foreign
country and language if the validity of the complainant’s
trademark is uncertain), marshal his arguments, and file. The
UDRP effectively gives a respondent only twenty days to do
what would take several months in an ordinary federal
lawsuit, even though the complainant has had as long to
prepare as he wanted. Given this, even sixty days is quite a
short period for the average respondent to mount a competent
defense, and may be one factor that explains the current very
high rate of respondent defaults.”

2. Removal of the NAF “Sandbag” Rule and Its Ilk

The NAF “sandbag” rule® is one of the most pernicious
examples of a provider’s attempt to distinguish itself as
plaintiff-friendly. A rule that allows a party to pay to put in a
surprise pleading, perhaps with new factual allegations or even
a new case in chief, is not a rule calculated to achieve justice.
Allowing the other party to respond at additional cost is not
much help. Either ICANN needs to decide that the rule
violates the existing rules of procedure, or the rules of
procedure need to be rewritten to ensure that if a party

= Also, a default can be set aside for lack of notice. FED. R. CIv. PROC. 55(c),
60(b).

“* On UDRP defaults rates and" their causes, see Michael Geist,
Fundamentally Fair.com? An Update on Bias Allegations and the ICANN UDRP, at
http://www.udrpinfo.com/resc/fairupdt.pdf (last visited Apr. 22, 2002).

% See supra notes 206-09 and accompanying text.
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introduces a supplemental brief of any kind, the other party,
automatically and without extra payment, shall have an equal
right to respond. More generally, ICANN needs to set up some
continuing procedure by which someone can quickly hear
complaints that a provider’s supplemental rules violate the
UDRP. Who that someone should be is a vexing question,
however, as there is no reason to believe that ICANN itself has
the energy or competence to do this.

3. Helping Respondents Find an Arbitrator

Respondents who have the opportunity to appoint an
arbitrator need a better means to locate persons whose
schedules permit them to accept the appointment. Otherwise
the chance to appoint a member of the panel will be wasted.
Ideally this appointment would be centralized in some manner
to avoid the danger that litigants would “pollute” the pool of
possible arbitrators by making improper ex parte
communications as part of their inquiries.

4. Special Rules for Default Judgments?

Although the cause behind the high rate of respondent
defaults is unclear, it may be that in some cases the
respondent defaults are truly cybersquatted domains with false
contact details, or hopeless facts. Thus, the default rate is a
sign that the UDRP is working well. On the other hand, the
constrained time limits and UDRP’s poor service provisions
may be preventing registrants with meritorious cases from
mounting an effective defense. If fixing the time and notice
problems noted above causes the default rate to fall
substantially, we will have a good indication as to what
originally caused that high default rate.” In any case, without
more data it may be premature to advocate any special rules
for default judgments other than to amend the rules to
reiterate the complainant’s burden of establishing a case
whether or not there is a reply. I thought this burden was

** It will not be absolute proof, since it is always possible that the clearest
cases were litigated first.
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obvious from UDRP { 4(a), but in practice, this has not been
clear to all arbitrators.”

The suggestive fact regarding defaults is that the
default rate for cases filed with arbitration service provider
eResolution before its demise was between ten and twenty
percent lower than cases filed with competing providers.
eResolution was also the only provider that delivers all the
complainant’s documents, including attachments, online.
Respondents were also allowed to file all responsive pleadings
and documents online.”® eResolution’s online filing system may
have been sufficiently faster or more user-friendly than the
substantially paper-driven systems used by competitors, facts
that may have contributed to the complainants’ bar’s decision
to shun it. Perhaps the UDRP should be changed to require all
providers to migrate to fully online systems.

D. Court Review

1. Ensuring Even Unequal Access to Courts

Ensuring that registrants would have some sort of
access to a judge after losing an arbitration was a critical
element of the original compromise that produced the UDRP.
As described above, WIPO’s draft did a poor job of this; one of
the major advances of the ICANN draft was that because it
required only a filed complaint in a court of competent
jurisdiction rather than an actual emergency injunction, it
seemed to do better. Better, but not well: The UDRP timetable
allows the mark holder to take as long as he wishes to file a
complaint, then puts the respondent on a short timetable to
respond. If the mark holder loses the arbitration, he again has
as long as he wishes to file in court; if the registrant loses, he
has only ten days to block the name transfer. Meanwhile, the

*7 1 have had personal correspondence with UDRP arbitrators who expressed
greatly varying views on this issue.

#3 See M. Scott Donahey, The UDRP-Fundamentally Fair But Far From
Perfect, (2001), http://www.brownwelsh.com/Archive/Donahey_UDRP.pdf (last visited
Apr. 22, 2002).
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struggle in the Corinthians.com matter* illustrates a problem

that may reappear in other circuits and especially in other
nations that do not create a specific right of action similar to
that found in § 1114 (2)(D)(v) of the ACPA. If a national court
in a jurisdiction with an active population of domain name
registrants were to follow the district court in the
Corinthians.com case and hold that registrants have no way to
bring a case after losing, it would break the fundamental
fairness of the UDRP beyond repair.

2. Technical Amendments

As the drafters of the UDRP worked entirely in a
private-law paradigm, we failed to consider what might happen
if a sovereign party brought a claim. In particular, we failed to
consider whether the consent to jurisdiction in the UDRP
suffices to effect a waiver of sovereign immunity. I think it
does, but this issue needs clarification.””

Another problem is how to head off the following
procedural double feint by a determined and unscrupulous
complainant.”™ Suppose a mark holder files a UDRP complaint,
including the required admission of jurisdiction at, say, the
registrar’s location.””” The mark holder then files a Lanham Act
claim in federal court in his favorite jurisdiction. If the
respondent loses the UDRP and chooses to file a declaratory
judgment action within the ten-day period to stop the domain
name transfer, the mark holder can force a dismissal of this
action by informing the court of the previously-filed suit. After
the ten days have lapsed, the mark holder can also dismiss the
original UDRP action. Since both dismissals were without
prejudice, the registrant can refile his action, but doing so will
be too late to prevent the domain name transfer. Indeed, even
if the registrant ultimately secured a declaration that the
name was lawfully registered, the declaration would be
meaningless because it provides no cause for the return of the

* See supra notes 228-37 and accompanying text.

*® Cf. Virtual Countries, Inc. v. South Africa, 148 F. Supp. 2d 256 (S.D.N.Y.
2001).

" Again, I am indebted to John Berryhill for this hypothetical.

¥ See UDRP Rules, supra note 18, §§ 3(b)(xiil), 1 (defining “matual
jurisdiction”).
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domain name now registered by the mark holder. (Since the
original registrant lacks a trademark, there would also be no
grounds for a UDRP action.) Section 18 of the UDRP rules
currently provides that:

In the event of any legal proceedings initiated prior to or during an
administrative proceeding in respect of a domain-name dispute that
is the subject of the complaint, the Panel shall have the discretion to
decide whether to suspend or terminate the administrative

. . s 27.
proceeding, or to proceed to a decision.

Revising this provision to require that the UDRP be halted if
there are legal proceedings initiated prior to the UDRP should
head off the procedural double feint.

Another amendment must address the problem of
timely appeals from a judgment in a court of first instance. To
allow a registrar to transfer a domain away from a registrant
who loses an initial decision but makes a timely appeal risks
making the appeal moot. If a party is prepared to file an
appeal, perhaps within some deadline of the initial decision,
that too should toll the name transfer for the same reasons as
the filing of the initial complaint.

E. The Language of the Agreement

Holger Paul Hestermeyer has identified a fundamental
problem with the UDRP that had previously escaped
commentators.”™ An official text of the UDRP exists only in
English. Many countries, however, have consumer protection
laws that require all consumer contracts concluded within the
jurisdiction to be in the local language in order to be valid and
enforceable. This condition is not satisfied by the UDRP’s
requirement that the proceedings be conducted in the language
of the registration agreement.”® While this may not affect
domain name registrations conducted across national
boundaries, there are an increasing number of registrars
around the world, and today consumers registering domain

*® UDRP Rules, supra note 18, § 18.

*™ Holger P. Hestermeyer, The Invalidity of ICANN’s UDRP Under National
Law, 3 MINN. INTELL. PROP. REV. 1 (2002).

> UDRP Rules, supra note 18, § 11(a).
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names often have a local option. The absence of authorized and
accepted translations of the UDRP means that registrars must
either refer to the official English text or translate the UDRP
into their native language. If they refer to the English text,
they may make the agreement unenforceable against
consumers in Germany, France, and other countries with
similar language-related consumer protection laws.” If, on the
other hand, the registrars do their own translation, they run
the risk of introducing material variations from the English
text. Any material variations open the registrars to accusations
of breach of contract when the arbitrators use the English text,
which arbitrators are required to do, since the contract
specified the materially different text in the local language.
The issue of translation is far from trivial, since there are a lot
of languages, and ICANN presumably lacks both the funds and
the skill to do the translations. Meanwhile, the parties with the
money and the skill, such as WIPO, may lack the trust of
important segments of the affected communities given WIPQO’s
mandate to further the protection of intellectual property.*”

F. Auditing for Quality and Fairness

ICANN has created a “task force” to review the
UDRP.”® This review is likely to prove difficult because key
data are not easily available. One thing the task force should
do therefore is take steps to ensure that the necessary data will
be available in the future. Indeed, basic steps need to be taken
to enhance the ability of outsiders to audit the performance of
the UDRP. Without more data it is hard to monitor either the
dispute providers or the arbitrators.

For example, one would like to be able to say something
systematic rather than anecdotal about the quality (or lack
thereof) of the decisions of the competing arbitration service
providers. The decisions themselves do bear varying indicia of
quality: clear decisions that follow from premises appear better

" See Hestermeyer, supra note 274.

" See supra text following note 198.

8 See ICANNW. atch.org, Names Council Selects UDRP Task Force Members,
at http//www.icannwatch.org/article.php?sid=317 (Aug. 27, 2001). I am the
representative of the non-commercial domain name holders’ constituency on this Task
Force.
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than those that ramble, or appear to have been cut and pasted
from earlier irrelevant cases.”” But overt indicia of quality are
not sufficient to prove that the decisions are right, especially if
there are reasons to fear bias. Unfortunately, the current
UDRP makes it difficult to attempt to measure bias in any
systematic way because decisions are published without the
parties’ submissions; unlike courts, in which briefs are
ordinarily open public records, the parties’ UDRP submissions
are private. Indeed, there is not even a requirement that the
dispute service providers keep archive copies, not to mention
any provision for what happens when providers go out of
business. Not only does this make independent judgments
difficult, but it makes any review by ICANN unlikely to be
meaningful.® Complaints and replies should be published
online along with decisions, subject to redaction of confidential
business information. Providers should be required to archive
all briefs and exhibits for several years, and to make them
available to researchers and others who want to study them.

*® See Kieren McCarthy, The Register, WIPO Disgraces Itself Over Celin-
eDion.com, (Feb. 23, 2001), http//www.theregister.co.uk/content/6/17161.html.

*® The recent UDRP study by The Max Planck Institute, http://www.intellec-
prop.mpg.de/Online-Publikationen/2002/UDRP-study-final-02.pdf, falls into this trap:
the evaluators looked at the decisions but without seeing the parties contentions it is
impossible to make an informed decision as to whether the outcome is fair or not.
Consider, for example, Qut2.com, Inc. v Rustom Corp., No. FA0010000095896 (NAF
Dec. 20, 2000), http://www.arbforum.com/domains/decisions/-95896.htm. The entire
discussion of the merits of the respondent’s case is as follows: “Moreover, even if
Respondent’s late-filed Response were considered, the Panel finds that Respondent
failed to show in that Response that Complainant would not be entitled to the
requested relief.” And the discussion of the reasons for denying a late filing are almost
as conclusory:

Although Respondent contacted the Forum, after the deadline for
filing a response, and asserted lack of notice, Complainant replied
with documents showing such notice. . . . The record permits
inferences that appropriate effort was made to give notice to
Respondent at the addresses provided by Respondent. Respondent is
required to provide correct addresses to the Registrar and if
Respondent failed to do so, that does not place a higher burden on
those dealing with Respondent to find it where it really is rather than
where Respondent notified those dealing with it that it was located
Id. 1 defy anyone reading the above to make an informed judgment as to whether the
arbitrator was right or not. There is more exposition in the decision regarding what
complainant alleged on the merits, but even then the opinion mostly refers to it being
supported by “evidence on the record” without telling what the evidence might be. See
id. .
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Bias can manifest itself in very subtle ways. Suppose an
arbitral body has 100 arbitrators in its stable. If the provider
believes that some of them have a good-faith leaning in a
particular direction, the provider can influence results by
giving them a disproportionate number of cases, be it more or
less than the average. Even if none of the arbitrators are
biased, a provider can still subtly manipulate outcomes.
Suppose there is a controversial issue of law where courts
themselves are divided. An example might be what rights
franchisees have to use trademarks belonging to franchisors in
the absence of any explicit agreement covering the Internet or
domain names.” Suppose a case raising this issue comes
before a tribunal and an arbitrator rules for the franchisor,
considering this to be the better view of the law. UDRP
decisions are not precedent; a subsequent panel has no duty to
follow it. However, a competent arbitrator is very likely to take
a consistent view of contested legal questions from case to case.
If the provider continues to select this arbitrator for cases
involving franchisor/franchisee controversies, perhaps on the
grounds of “experience with such matters,” the result is to lock
in one view of a contested legal issue in a way that favors one
side.

There is no question that a small number of arbitrators
have heard a disproportionate number of cases and that others
have heard very few.” The UDRP should require that
arbitration service providers use neutral, documented, and
transparent criteria to select the arbitrator for any given case.

= cf. Gaylen L. Knack & Ann K. Bloodhart, Do Franchisors Need To Rechart
The Course To Internet Success?, 20 WTR FRANCHISE L.J. 101 (2001).

*2 See Geist, supra note 141. Speaking as an UDRP arbitrator, I have to say
that I find one part of NAF’s response to the Geist article to be specious at best. NAF
argued that the reason a small number of arbitrators decided the overwhelming
majority of its uncontested cases (almost invariable for the complainant) and that
certain other arbitrators had never been selected (those who had some history that
suggested they might not be as deferential to complainants), is that uncontested cases
are duller, and those arbitrators were generously taking on the extra burden. See
Reuters, Domain Disputes Don't Get Fair Hearing, Study Says, Aug. 20, 2001,
http://www.siliconvalley.com/docs/news/tech/073106.htm (quoting Edward Anderson,
managing director of the NAF, as saying, “A lot of people don’t want to do default
cases. Not everybody wants to do uninteresting stuff.”). This is largely nonsense:
uncontested cases are almost always much less work than contested ones, if only
because there’s half as much to read, but they pay no less. Furthermore, I have it on
the authority of a NAF panelist who has never had an uncontested case that he was
never asked if he was willing to shoulder this “burden.”
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Indeed, subject to the necessary limitations imposed by the
need to select arbitrators fluent in the language of the
proceedings and familiar with the relevant law, arbitrators in
the qualified pool should be selected randomly. WIPO, for
example, has never selected Dr. Milton Mueller, one of its
arbitrators who happens to be the author of a report suggesting
pro-complainant bias in the UDRP,™ as the panelist in a sole-
arbitrator case.”™ It is hard to imagine why this might be other
than a fear it would be bad for business. One sees no such
preference applied against arbitrators whose background or
track record suggests they are happy to find for
complainants.*

Finally, much greater thought needs to be given to how
arbitrators are selected in the first place—and what it takes to
get an arbitrator removed from a provider’s list. No amount of
random selection will suffice if a provider’s entire list is drawn
from a like-minded community of trademark lawyers with
large institutional clients.

CONCLUSION

The UDRP had a strange genesis. ICANN, supposedly a
technical coordination body for a key part of the Internet, and
undoubtedly a body without much legal expertise, based the
UDRP on recommendations by WIPO, but made a considerable
number of changes of its own. While the substantive parts of
the UDRP received considerable attention before WIPO and
ICANN, and may reflect as much consensus as could be
achieved given the very rapid time frame ICANN imposed, the
procedural parts received far less scrutiny at all stages of the
UDRP’s evolution, and are not of high quality.

The UDRP can be seen as the latest part of a general
move to shift dispute resolution towards ADR and away from
traditional adjudication.”® Online arbitration is relatively new,

3 See Mueller, supra note 141.

# Personal communication from Dr. Milton Mueller, February 12, 2002.

5 The decision records of arbitrators can be examined at UDRPinfo.com,
http://www.udrpinfo.com (last visited Mar. 27, 2002).

* See, e.g., Buropean Commission, Commission Recommendation of Apr. 4,
2001 on the principles for out-of-court bodies involved in the consensual resolution of
consumer disputes, (2000/310/EC) L 109/56; Gillian K. Hadfield, Privatizing



712 BROOKLYN LAW REVIEW [Vol. 67: 3

and new processes inevitably experience teething pains; for
online ADR, it appears that these pains have been severe. As a
recent study by Consumers International of thirty online
arbitration providers put it, “consumers at present cannot and
should not trust that alternative dispute resolution systems
available online can offer adequate redress.”™ Indeed, more
traditional ADR, without the online component, has attracted
much blame® as well as praise.”

Even viewed in this most generous context, however,
the procedural design of ICANN’s UDRP has a number of
special features that resulted in an especially unjust set of
outcomes. Key decisions were made by unrepresentative
groups or persops who were not subject to any democratic
control, and the rules went into effect because of ICANN’s
monopoly over technical aspects of the Internet, not because
any legislature approved them.” Perhaps because the drafters,
both in WIPO and in ICANN, attempted to model the
substantive parts of the UDRP on an emerging international

Commercial Law, REGULATION 40 (Spring 2001) (“By privatizing . . . we could gain the
benefits of decentralized innovation and cost-reduction in the design of legal rules . . ..
Privatization holds out the promise of reducing the cost and increasing the
effectiveness of commercial law.”); Mark Seidenfeld, An Apology for Administrative
Law in “The Contracting State,” 28 FLA. ST. U. L. REV 215 (2000); see also ICC
Electronic Commerce Project, Task Force on Jurisdiction and Applicable law in
Electronic commerce, ICC draft discussion paper on jurisdiction and applicable law in
electronic commerce (Apr. 12, 2001) (advocating increased e-ADR for B2C disputes).

*" Consumers International, Disputes In Cyberspace 5), at http://www.con-
sumersinternational.org/campaigns/electronic/adr_web.pdf (2000) (on file with author).

* See, e.g., Chris A. Carr & Michael R. Jencks, The Privatization of Business
and Commercial Dispute Resolution: A Misguided Policy Decision, 88 Ky. L.J. 183
(1999-2000) (arguing that development of common law is threatened if too many
business disputes are removed from court system); Paul D. Carrington & Paul H.
Haagen, Contract and Jurisdiction, 1996 SUP. CT. REV. 331; Ronald J. Krotoszynski,
dr., The New Legal Process: Games People Play and the Quest for Legitimate Judicial
Decision Making, 77 WASH U. L.Q. 993 (1999); Jean R. Sternlight, Panacea or
Corporate Tool? Debunking the Supreme Court's Preference for Binding Arbitration, T4
WasH. U. L.Q. 637 (1996); Johanna Harrinigton, Comment, To Litigate or Arbitrate?
No Matter—The Credit Card Industry is Deciding for You, 2001 J. DISP. RESOL. 101
(“consumers lose their legal protections in the credit industry when arbitration policies
are favored over consumer credit protection policies”).

*® See, e.g., Steven J. Ware, Default Rules from Mandatory Rules: Privatizing
Law Through Arbitration, 83 MINN. L. REV. 703 (1999).

*° Alternately, one might view the UDRP experience as tending to support
Prof. Drahozal’s observation that “[alrbitration clauses are most problematic when
market constraints on opportunistic behavior are least effective.” Christopher R.
Drahozal, “Unfair” Arbitration Clauses, 2001 U. ILL. L. REV. 695, 771.
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. consensus against cybersquatting, and especially on an
emerging U.S. consensus exemplified by the Toeppen decision
and later by the ACPA, the greatest flaws emerged in the
newest parts of the UDRP—the procedural provisions. That
these parts also received the least attention and open debate
only exacerbated the problem.

The UDRP’s procedural component needs reform. These
reforms, at a minimum should include the following:

A, Basic Fairness Issues

The UDRP must be changed to remove any incentive for
arbitration providers to be “plaintiff-friendly,” and to equalize
both sides’ influence on the selection of the arbitrators,
specifically:

° Plausible claims of arbitration-provider bias need an
appropriate forum.

. Parties need an enhanced means to get information about
arbitrators’ possible conflicts of interest and to act on that
information.

. Complainants should be required to post a small bond
that would be forfeited in the event of a finding that the
complaint was brought in bad faith and constitutes an
abuse of the administrative proceeding.

° Consumers should have access to an authoritative copy of
the UDRP in their national language.

o Providers’ methods of recruiting and assigning
arbitrators should be open and auditable. Some thought
should be given to the issues of panelist training,
qualification, and selection, especially with an eye
towards ensuring a broad pool of arbitrators, and
removing opportunities for provider manipulation of
panelist selection.

. Complaints and replies should be published online along
with decisions in order to increase confidence in the
justice of outcomes, subject to redaction of confidential
business information which should be segregated in
limited exhibits. Providers should be required to archive
all briefs and exhibits for several years, and to make
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them available after a reasonable time to researchers and-
others who want to study them, with some provision for
redaction of the most sensitive personal and financial
data.

Practice and Procedure Under the UDRP

Arbitrators should be instructed even more explicitly as

to what constitutes meeting the complainant’s burden of proof.

The UDRP should specify that neither settlement
negotiations nor solicited offers of sale constitute
evidence of registrant bad faith.

Either the UDRP should spell out in some detail what
sort of evidence will be considered proof of the existence
of a common law mark, or the UDRP should be limited to
registered marks.

UDRP decisions should be final within the system—any
complaint that elicits a reply should not be subject to a
“dismissal without prejudice” that invites complainants
to try and try again.

The UDRP should not allow parties even to attempt to
undermine a final decision on the merits by a court of
competent jurisdiction:.

The rules should require actual notice or greater efforts
reasonably calculated to achieve actual notice, especially
in countries with inferior postal systems.

Given that many respondents are consumers or small
businesses, the minimum time to respond to a complaint
should be increased to sixty days to reflect the amount of
time it takes to locate and brief counsel, collect facts, and
write a brief to which no amendments are permitted.
Complainants should be penalized for filing lengthy
attachments and exhibits in an attempt to evade word
limits, and for submitting most non-digitized material.
Either behavior should entitle complainants to extra time
on a graduated scale depending on the severity of the
offense.
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° Providers need to be prevented from writing
supplemental rules that violate the UDRP or unfairly
favor either party. Parties need a means to challenge
supplemental rules, and ICANN or some other party
needs to be ready to decide these challenges quickly.

®  Procedures need to be created to help unrepresented
parties represent themselves more effectively, and
especially to help them select an arbitrator for three-
member panels.

o More investigation is needed into the causes of the high
rate of default judgments and the extent to which these
cases are being decided fairly.

C. Ensuring Equal Access to Courts

One of the critical parts of the compromise that
produced the UDRP was an assurance that if, as has proved
too often to be the case, the arbitrators rendered an irrational
judgment then either party would have the option of taking the
matter to a court for de novo consideration. One of the major
advances of the UDRP over the WIPO draft was that it
attempted to create conditions in which a losing registrant had
a chance—however cramped and rushed that ten-day window
might be—to take the matter to court. If, for reasons akin to
those set out in the Corinthians.com decision,” U.S. courts (or
those of arother major jurisdiction) were to close off access to
the courts for de novo “appeals” of UDRP decisions, then the
fundamental “parity of review” that underwrites whatever
legitimacy the current system has would be eliminated. Were
this to happen, the UDRP would have to be completely revised,
or even eliminated.

In addition to the more fundamental structural
problems, the time line of the current system is already biased
towards mark holders, who have as long as they want to
prepare their UDRP claim, and as long as they want to bring
their claim in court, subject only to the weak constraint of
possible laches. In contrast, in the current system registrants

** See supra notes 202-05,
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have twenty days to respond to a UDRP claim, and only ten
days to challenge an adverse UDRP decision. Telling
registrants that they have twenty days to respond to a UDRP
claim, and if they lose that’s it (but if they win the other side
can go to court) is so unfair that even the UDRP could not
countenance it.

Or, at least, so one might hope. The UDRP is as bad as
it is because primary drafting authority was in the hands of
groups dominated by trademark partisans who were very,
perhaps overly, concerned about cybersquatting. The initial
drafter, WIPO, exists to promote intellectual property rights.
The subsequent ICANN process was, and remains, captured by
a coalition of trademark interests and other businesses who
believed that they needed to appease the trademark interests
to achieve their goal of getting clearance to create additional
top-level domains. The conditions that caused the UDRP are
still present today in the ICANN domain name servicing
organization and the ICANN Board, so substantial reform from
within the ICANN process is far from obvious. It remains the
case that if you put a committee of foxes in charge of a chicken

" coop, you tend to get a lot of happy foxes and dead chickens.

D. Lessons From the UDRP

The UDRP experience has a few things to teach us more
generally about the promise and perils of privatized law
making and about law’s relation to the Internet. ICANN
requires all registrants in gTLDs such as .com to agree to a
mandatory online dispute resolution process. It is often said,
with some justice, that “code is law.”” In the case of ICANN’s
UDRP, however, the code itself did not determine any
particular outcome. Rather than code being law here, the code
(or rather the Internet standards and practices that made
control of the root critical) simply provided an opportunity for
private lawmaking. Thus, the code or standard was more
properly characterized as constitutional, or more precisely, a
source of power akin to H.L.A. Hart’s second order rules.”®

*? See LAWRENCE LESSIG, CODE AND OTHER LAWS OF CYBERSPACE (1999).
% H.L.A. HART, THE CONCEPT OF LAW (1961).
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Indeed, because ICANN imposed its rules on domain
name registrants by contract, in the case of the UDRP “law is
law” rather than “code is law.” The critical issue is who makes
that law—who drafts the UDRP and who administers it. The
key effect of the DNS code here is that it allows the law that
controls to be private law—contract terms imposed by ICANN,
ostensibly a private corporation, albeit with the advice of an
international body and a government. Were it not for the
chokepoint, the single point of failure, created by the hierarchy
underlying the DNS, then the law would have been public law,
imposed either by statute or by an international agreement,
which would have required a very different adoption process,
and likely would have had a different outcome. Due process, for
starters.
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NOTES, CREDITS, DISCLOSURES

The ICANN process is noteworthy for the ease with
which people toss around accusations of personal bias. Lengthy
disclosures are thus essential. Here are mine: I participated in
both the first WIPO Domain Name Process and in many of the
ICANN deliberations that created the UDRP, giving me
personal experience of the origins of the UDRP but also risking
a skewed and partisan perspective. I served as a member of the
purely advisory Panel of Experts empanelled by WIPO to assist
it with its report. I disagreed with substantial portions of that
final report and said so in A. Michael Froomkin, A
Commentary on WIPO’s The Management of Internet Names
and Addresses: Intellectual Property Issues, at http://www.law.-
miami.edu/~amf/commentary.pdf from which portions of. this
paper are derived. I was also a member of the so-called “small
drafting committee” that advised ICANN on the UDRP, see
Second Staff Report on Implementation Documents for the
Uniform Dispute Resolution Policy, § 2.4, at http://www.icann-
.org/udrp/udrp-second-staff-report-40oct99.htm (Oct. 24, 1999),
although I have my differences with it as well. See A. Michael
Froomkin, Comments on ICANN Uniform Dispute Policy: A
Catalog of Critical Process Failures; Progress on Substance;
More Work Needed, at http://www.law.miami.edu/~amf/icann-
udp.htm (Oct. 13, 1999). I was also director of disputes.org,
which, in partnership with eResolution.ca, was until its demise
one of the dispute resolution providers accredited by ICANN.
Between the original submission of this Article and its going to
press, eResolution folded, cited shrinking market share due to
the complainants’ bar’s preference for providers they thought
would enhance their chances of winning. See David Post,
eResolution out of UDRP business, http://www.icannwatch.org/-
article.ph-p?sid=484 (Nov. 30, 2001).

Currently, I am a representative to ICANN’s UDRP
Review Task Force. I am also a co-founder of ICANNWatch.org,
a group founded to increase awareness of ICANN’s activities.
The views expressed in this Article are my own and should not
be attributed to the Task Force or to ICANNWatch.org, or
indeed anyone who does not affirmatively associate himself or
herself with them.



